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— The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 GFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 28 September 2010 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) ±£ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) ±£ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20101215 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
9/28/2010 has been entered. 

Response to Amendment 

2. Claims 1-9 remain pending. 

Response to Arguments 

3. Upon further consideration of Schlaak, the Primary Examiner withdraws the 
rejections set forth in the prior Office action, but not for all of the reasons Applicant 
argued. 

4. The Primary Examiner reminds Applicant that "[t]he inherent teaching of a prior 
art reference, a question of fact, arises both in the context of anticipation and 
obviousness." See In re Napier, 55 F.3d 610, 613, 34 USPQ2d 1782, 1784 (Fed. Cir. 
1 995). MPEP § 21 1 2.01 (I) states, regarding chemical compositions: "Where the claimed 
and prior art products are identical or substantially identical in structure or composition, 
or are produced by identical or substantially identical processes, a prima facie case of 
either anticipation or obviousness has been established. ...'Products of identical 
chemical composition cannot have mutually exclusive properties.' A chemical 
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composition and its properties are inseparable. Therefore, if the prior art teaches the 
identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present. In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990)." Applicant properly bears the burden of rebuttal. 

5. Applicant amended claim 1 to recite, vis-a-vis the process steps, the transitional 
phrase consisting essentially of. MPEP § 21 1 1 .03 states, regarding transitional phrases: 
"The transitional phrase 'consisting essentially of limits the scope of a claim to the 
specified materials or steps 'and those that do not materially affect the basic and novel 
characteristic(s) of the claimed invention.' In re Herz, 537 F.2d 549, 551-52, 190 USPQ 
461 , 463 (CCPA 1976)." Applicant did not identify what basic and novel characteristic(s) 
of the invention, if any, are affected by which additional steps of the cited prior art, if 
any. Concerning such a situation, the MPEP further states: "If an applicant contends 
that additional steps or materials in the prior art are excluded by the recitation of 
'consisting essentially of,' applicant has the burden of showing that the introduction of 
additional steps or components would materially change the characteristics of 
applicant's invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964)." 

6. Applicant argued that since, according to Schlaak, both layers contain 
polyurethane (PU), both layers contain an admixture component and, consequently, fail 
to satisfy the claims which require the first layer to be modified (i.e., including an 
admixture component) and the second layer to be unmodified (i.e., excluding an 
admixture component). The Primary Examiner disagrees. The PU is actually Schlaak's 
preferred binder resin and not an admixture component. See 3:40-8:12. Further, within 
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the context of the invention, one may not unambiguously characterize PU as an 
admixture component, since the instant specification characterizes PU as a binder 
[8:20+] and urethane resin as an admixture component [13:top]. Consequently, stating 
that Schlaak's PU resin is an admixture component but not a binder is an arbitrary 
characterization and does not persuasively weigh against the prima facie case of 
record. Nevertheless, a more thorough review of Schlaak's disclosure reveals that, in 
Schlaak's preferred embodiment: "[i]t is preferable that the first and second water-based 
base lacquer, apart from the excess polyurethane in the first water-based lacquer, have 
qualitatively the same resin composition, i.e. the same binder and optional cross-linking 
agent and optional paste resins. ...In particular it is preferred that the two water-based 
base lacquers do not differ with regard to their qualitative or quantitative solid resin 
composition with the exception of the differentiation criterion which is an essential part 
of the invention [i.e., excess PU in the first lacquer]" [7:25-29 and 34-39]. Consequently, 
it would be directly contrary to the preferred embodiment of Schlaak to formulate one 
lacquer to have a component that the second lacquer does not. The Primary Examiner 
acknowledges that this is merely a preferred embodiment, and that "[disclosed 
examples and preferred embodiments do not constitute a teaching away from a broader 
disclosure of non-preferred embodiments" (MPEP § 2123(11)), but Schlaak and the rest 
of the prior art is silent as to a teaching, suggestion, or motivation for formulating the 
compositions in this fashion. Consequently, Schlaak is removed as a reference against 
the claims. 
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Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

9. Applicant amended claim 1 to recite the phrase having problematic color shades 
which is indefinite since the record does not contain a definition of the term from which 
one skilled in the art may understand the metes and bounds of the phrase. The Primary 
Examiner identifies 2:21-3:8 of the instant specification as providing the best description 
of the phrase. Yet this disclosure is riddled with relative terms (e.g., large quantities, 
small amounts) and indefinite language (e.g., may penetrate, for example, should) from 
which no meaningful, clear, and unambiguous definition may be divined. A description 
along the lines of that at 19:20+ of the specification in co-pending 1 1/1565,808 would be 
an example of such language. 
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Allowable Subject Matter 

10. Claims 1-9 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

1 1 . The following is a statement of reasons for the indication of allowable subject 
matter: The prior art neither teaches nor suggests the claimed process wherein the first 
layer comprises a modified water-borne base coat produced by mixing an unmodified 
water-borne base coat with an admixture component and the second layer comprises 
the unmodified water-borne base coat. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William P. Fletcher III whose telephone number is (571) 

272- 1419. The examiner can normally be reached on Monday through Friday, 9:00 AM 
- 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy H. Meeks can be reached on (571) 272-1423. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/William Phillip Fletcher III/ 
Primary Examiner, Art Unit 1715 

15 December 2010 



